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“ TRIPS art. 28(1). “A patent shall confer on its owner the following exclusive rights: (a) where the
subject matter of a patent is a product, to prevent third parties not having the owner’ s consent from the
acts of: making, using, offering for sale, selling, or importing for these purposes that product; (b) where
the subject matter of a patent is a process, to prevent third parties not having the owner’ s consent from
the act of using the process, and from the acts of: using, offering for sale, selling, or importing for these
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purposes at least the product obtained directly by that process.”

* Paul England, Rachel Montagnon, EC: patents - cheaper European patents from 1st May 2008,
E.LPR., 30(5), N31 (2008).

* EPC art. 94.

2 EPC art. 2. “(1) Patents granted under this Convention shall be called European patents.(2) The
European patent shall, in each of the Contracting States for which it is granted, have the effect of and be
subject to the same conditions as a national patent granted by that State, unless this Convention provides
otherwise.”

* F H Lawson, Bernard Rudden, Law of property, Oxford University Press, 81-82 (3"ed. 2002). (&3
R SCEEAR - SRR > SR EAE R o AR > H92 0 20094E1H )

* UK Patent 1997 art. 30(1).

® Id, 18.
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“rig IR 2 2c Tig o o 0%t Basset v. Graydon”# % Huntoon Co

* UK Registered Designs Act 1949 art. 3, 3A.

" UK Registered Designs Act 1949 art. 7 “(1) The registration of a design under this Act gives the
registered proprietor the exclusive right to use the design and any design which does not produce on the
informed user a different overall impression. (2) For the purposes of subsection (1) above and section
TA of this Act any reference to the use of a design includes a reference to— (a) The making, offering,
putting on the market, importing, exporting or using of a product in which the design is incorporated or
to which it is applied; or (b) Stocking such a product for those purposes. (3) In determining for the
purposes of subsection (1) above whether a design produces a different overall impression on the
informed user, the degree of freedom of the author in creating his design shall be taken into
consideration. (4) The right conferred by subsection (1) above 1is subject to any limitation attaching to
the registration in question (including, in particular, any partial disclaimer or any declaration by the
registrar or a court of partial invalidity).”

* Court of Appeal, Dunlop Pneumatic Tyre Co v. North British Rubber Co [1904] 21 R.P.C. 161, 181
and 183. (30 March 1904).

* The House of Lords, Basset v. Graydon [1897] 14 R.P.C. 701 at 708 and 713. (15 September 1897).
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" Court of Appeal, Huntoon Co v. Kolynos (Inc) [1930] 47 R.P.C. 403, 422. (29 October 1930).

* Colin Birss, Andrew Waugh, Tom Mitcheson, Douglas Campbell, Justin Turner, Tom Hinchliffe,
Terrell on the Law of Patents, 543(18" ed. 2017).

* FrancoisTerré ~ Philippe Simler® » Z451 38 - SEBMA A £ (L) » tPEDESIHLARK: - H113-114 >
20085E7H

¥ CPIL.612-12.

¥ Id, L.612-15.

¥ Id, L.611-2(2), L.512-2.

* Id,1.513-2, L.513-4.
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" Jérome Passa, Droit de la propriété industrielle, LGDJ, 1éd, 2013, t.2, n"3.

¥ Id,n’s.

¥ Patentgesetz § 44, Gebrauchsmustergesetz§ 8, Designs § 16.

“ Germany Patent ( Patentgesetz) art. 9. “The patent shall have the effect that the proprietor of the
patent alone shall be entitled to use the patented invention within the scope of the law in force. In the
absence of the consent of the proprietor of the patent, any third party shall be prohibited from
(D)producing, offering, putting on the market or using a product which is the subject-matter of the patent,
or from either importing or possessing such a product for the purposes referred to ; (2)using a process
which 1s the subject-matter of the patent or, if the third party knows or if it is obvious from the
circumstances that use of the process 1s prohibited in the absence of the consent of the proprietor of the
patent, from offering the process for use within the territorial scope of this Act;(3)offering, placing on
the market or using a product which is produced directly by a process which is the subject-matter of the
patent, or from either importing or possessing such a product for the purposes referred to.”

“ Gebrauchsmustergesetz § 11.

* Designgesetz § 38(1).
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* EPC art. 73. “A European patent application may be licensed in whole or in part for the whole or
part of the territories of the designated Contracting States.”

® UK Patent 1977 art. 130. “(1) “exclusive licence” means a licence from the proprietor of or
applicant for a patent conferring on the licensee, or on him and persons authorised by him, to the
exclusion of all other persons (including the proprietor or applicant), any right in respect of the invention
to which the patent or application relates, and “exclusive licensee” and “non-exclusive licence”
shall be construed accordingly.”

* UK Registered Designs Act 1949 art. 15C.

*" Colin Birss, Andrew Waugh, Tom Mitcheson, Douglas Campbell, Justin Turner, Tom Hinchliffe,
supranote 31, at 527-30.
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® UK Patent 1977 art. 30(4).
*® Colin Birss, Andrew Waugh, Tom Mitcheson, Douglas Campbell, Justin Turner, Tom Hinchliffe,
supra note 31, at 529.
" High Court of Justice— Patents Court, Morton-NorwichProductsInc. and Others v. Intercen Ltd. (No.
2) [1981] E.S.R. 337. (6 November 1980).
" GOV.UK, Patents: Manual of Patent Practice, p575, available at :
https://www.gov.uk/government/uploads/system/uploads/attachment_data/file/646801/Mopp-Oct-2017.p
df (last visited:Nov. 6. 2017).
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" CPIL.613-8 “(1)The rights deriving from a patent application or a patent shall be assignable in
whole or in part. (2)They may be subject in whole or in part to the grant of an exclusive or
non-exclusive license to work the invention. (3)The rights afforded by the patent application or the
patent may be invoked against a licensee who exceeds any of the limits on his license stipulated in
accordance with the foregoing paragraph. (4)Subject to the cases referred to in Article L611-8,
assignment of the rights referred to in the first paragraph shall not affect the rights acquired by third
parties prior to the date of assignment. (5)The acts referred to in the first two paragraphs which comprise
assignment or license shall be executed in writing, on pain of nullity.”

" CPIL.611-2(2), L.513-2.

” Jérome Passa, supra note 37, at n°579.

" Nicolas Binctin, Droit de la propriété intellectuelle, LGDJ, 4éd, 2016, n°'1071.

" Id, n°1087.

™ Louis Vogel, Du droit commercial au droit économique, LGDJ, 20 éd, 2016, t. 1, n’632.
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" Rudolf KraBer® - BBEY - TREGHS - FEAEE > H9 - H1152 -
" Gebrauchsmustergesetz § 22.
* Designgesetz § 31.
® Germany Patent (Patentgesetz) art. 15. “(1) The right to the patent, the entitlement to the grant of the
patent and the right deriving from the patent shall devolve upon the heirs. Their rights may be
transferred to others with or without limitation.(2) The rights under subsection (1) can be the subject of
exclusive or non-exclusive licences, in full or in part, for the entire territorial scope of this Act or a part
thereof. Where a licensee contravenes a limitation of his licence under the first sentence, the right
deriving from the patent may be asserted against him.(3) A transfer of rights or the grant of a licence
shall not affect licences previously granted to third parties.”
* Rudolf KraBer# - B¢ - SRESNS « TEERTE » [F59 > H1159 -
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" GOV.UK, Skeleton Licence, p2-3, available at :
https://www.gov.uk/government/uploads/system/uploads/attachment_data/file/385820/skeleton-licence.p
df (last visited:Nov. 17. 2017).

" Talitha Shkopiak, Licensing - Exclusive / Non-Exclusive / Sole, available at
https://united-kingdom.taylorwessing.com/synapse/commerical_exclusive nonexclusive.html (last
visited:Jan. 3. 2018).

" Alan S. Gutterman, Going Global: A Guide to Building an International Business, Thomson West
(2017), §13:66, available at :
https://resource.lib.thu.edu.tw:2245/Document/I12d0e516e468311e3968d81b3183e¢6581/View/Full Text.h
tml?originationContext=documenttoc&transitionType=CategoryPageltem&contextData=%28sc.DocLin
k%29 (last visited:Jan. 3. 2018).

' Thomas Wegerich, Business Laws of Germany, Thomson West (May 16 2012), §13:97, available at :
https://resource.lib.thu.edu.tw:2245/Document/I75df91cb257d1 1dfbd6bdb10f7886766/View/Full Text.ht
ml?originationContext=documenttoc&transitionType=CategoryPageltem&contextData=(sc.Default)
(last visited:Jan. 3. 2018).
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' UK Patent 1977 art. 67. “(1) Subject to the provisions of this section, the holder of an exclusive
licence under a patent shall have the same right as the proprietor of the patent to bring proceedings in
respect of any infringement of the patent committed after the date of the licence; and references to the
proprietor of the patent in the provisions of this Act relating to infringement shall be construed
accordingly. (2) In awarding damages or granting any other relief in any such proceedings the court or
the comptroller shall take into consideration any loss suffered or likely to be suffered by the exclusive
licensee as such as a result of the infringement, or, as the case may be, the profits derived from the
infringement, so far as it constitutes an infringement of the rights of the exclusive licensee as such. (3)
In any proceedings taken by an exclusive licensee by virtue of this section the proprietor of the patent
shall be made a party to the proceedings, but if made a defendant or defender shall not be liable for any
costs or expenses unless he enters an appearance and takes part in the proceedings.”

"% UK Registered Designs Act 1949 art, 24F.
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Colin Birss, Andrew Waugh, Tom Mitcheson, Douglas Campbell, Justin Turner, Tom Hinchliffe,
supra note 31, at 528.

“ CPIL.615-2 “(1)Infringement proceedings shall be instituted by the owner of the patent.
(2)However, the beneficiary of an exclusive right of working may, except as otherwise stipulated in the
licensing contract, institute infringement proceedings if, after notice, the owner of the patent does not
institute such proceedings. (3)The patentee shall be entitled to take part in the infringement proceedings
instituted by the licensee under the foregoing paragraph. (4)The holder of a license of right, a
compulsory license or an ex officio license as referred to in Articles L613-10, L613-11, L613-15,
1613-17 and L613-19, may institute infringement proceedings if, after a formal notice, the owner of the
patent does not institute such proceedings. (5)Any licensee shall be entitled to take part in the
infringement proceedings instituted by the patentee in order to obtain compensation for an injury he has
personally sustained.”

” CPIL.513-3(3).

50



R FRATHE > Aol E 53 AT R T o R R IF %27 AR T
BRI FRAT a2 B S BB A p o AdRAsR o
T AR PR A G S BB A U 5 A RS N A
2R PR AR B BJUR A TiRAS - £ 0 T FARRIEL
I R %#%E P 7 %ﬁu\:%ﬂa‘ﬁ FANEER W o S R EEE
LB BRI T SR > UEEHA p Sqp g g

FIE HRA—ZEJER T

SV RN ERE S Ak R S AR UESS) )
Fli2 %1395 ") o @ % A7 % &3

Wt B AL A T E R e @R L LR AT o ¥
b BB A SR AT IR ¢ 0 AT R A BB L R A S AR St 4
dp Pendp T e o AAROL IR 2y IR B
MIEREA P REAE TREAFN e L RBABEREFW R

i

e Holp R B B entm T o & B R RARE L 2E TR

fenfa o PIB BB L A 2 B A H P RR 0 Lk
FFAEA LR A £ g - ] o B AR E P IR ﬂ’ﬁ P

g2 2§ EREL 2 BRI 0 R R R F - AL pRE

"0 Jérome Passa, supranote 37, at n’626.

Germany Patent (Patentgesetz) art. 139. “(1) Any person who uses a patented invention contrary to
sections 9 to 13 may, in the event of the risk of recurrent infringement, be sued by the aggrieved party
for cessation and desistance. This right may also be asserted in the event of the risk of a first-time
infringement.(2) Any person who performs the act intentionally or negligently shall be obliged to
compensate the aggrieved party for the damage caused. When assessing the compensation, consideration
may also be given to the profit which the infringer has obtained by infringing the right. The claim for
compensation may also be calculated on the basis of the amount which the infringer would have been
required to pay as equitable remuneration if he had obtained permission to use the invention. (3) If the
subject-matter of the patent is a process for manufacturing a new product, the same product produced by
someone else shall, until there is proof to the contrary, be deemed to have been produced using the
patented process. In taking evidence to the contrary, consideration shall be given to the defendant’ s
legitimate interests in protecting his manufacturing and trade secrets. ”

"* Gebrauchsmustergesetz § 24.

" Designgesetz § 31(3)(4).

" Rudolf KraBer# » B¢ - GREGNS « TEREE > [F:E9 0 H1091 -
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* BEPC art. 127. “The European Patent Office shall keep a European Patent Register, in which the
particulars specified in the Implementing Regulations shall be recorded. No entry shall be made in the
European Patent Register before the publication of the European patent application. The European
Patent Register shall be open to public inspection.”

2 EPC Implementing Regulations R. 22, 23, 24.

2 EPO Legal Board of Appeal Decision J 17/91 (Registering of licence), (17 September 1992).
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* CPI L.614-11.

" Patentgesetz § 15(2), 30(4).
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% UK Patent 1997 art. 33(3).

UK Patent 1997 art. 33(1). “Any person who claims to have acquired the property in a patent or
application for a patent by virtue of any transaction, instrument or event to which this section applies
shall be entitled as against any other person who claims to have acquired that property by virtue of an
earlier transaction, instrument or event to which this section applies if, at the time of the later transaction,
instrument or event - (a) the earlier transaction, instrument or event was not registered, or (b) in the case
of any application which has not been published, notice of the earlier transaction, instrument or event
had not been given to the comptroller, and (c) in any case, the person claiming under the later
transaction, instrument or event, did not know of the earlier transaction, instrument or event.”

" UK Registered Designs Act 1949 art. 19(1).

' Colin Birss, Andrew Waugh, Tom Mitcheson, Douglas Campbell, Justin Turner, Tom Hinchliffe,
supranote 31, at 533.

" UK Patent 1997 art. 68. “ Where by virtue of a transaction, instrument or event to which section 33
above applies a person becomes the proprietor or one of the proprietors or an exclusive licensee of a
patent and the patent is subsequently infringed, before the transaction, instrument or event is registered,
in proceedings for such an infringement, the court or comptroller shall not award him costs or expenses
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unless - (a) the transaction, instrument or event 1s registered within the period of six months beginning
with its date; or (b) the court or the comptroller is satisfied that it was not practicable to register the
transaction, instrument or event before the end of that period and that it was registered as soon as
practicable thereafter.”

" UK Registered Designs Act 1949 art. 19(5).

™ FrancoisTerré ~ Philippe Simler® > ZR4SEEE > [H5132 » H475-483 ©
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* CPIL.611-2(2).

% Id, 1.513-3.

" CPIL.613-9 “(1)To have effect against others, all acts assigning or modifying rights deriving from a
patent application or a patent must be entered in a register, known as the National Patent Register, kept
by the National Institute of Industrial Property. (2)However, an act may have effect, prior to entry,
against parties who have acquired rights after the date of such act, but who had knowledge of the act
when acquiring the rights.” FffEC @ AR 3IE AR E G SCHR A4S AR (3) Le
licencié, partie a un contrat de licence non inscrit sur le Registre national des brevets, est également
recevable a intervenir dans 1'instance en contrefacon engagée par le propriétaire du brevet afin d'obtenir
la réparation du préjudice qui lui est propre. | °©

" Jérome Passa, supranote 37, atn” 577-578.
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" Germany Patent (Patentgesetz) art. 30(4). “The German Patent and Trade Mark Office shall, at the
request of the proprietor of the patent or licensee, enter in the Register the grant of an exclusive licence
if proof of the consent of the other party is furnished to the German Patent and Trade Mark Office. The
request pursuant to the first sentence shall be inadmissible in a case where the willingness to grant a
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% - 3% %3P eh—Molnlycke AB v. Procter & Gamble Ltd. %'

YRR BUASSRBLAIBIRGE - HAR > E311-312 > 20024E3A -
“" Court of Appeal, Molnlycke AB and Another v. Procter&GambleLimitedandOthers(No. 5), [1994]
R.P.C. 49. (26 December 1993).
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