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the essence of human

nature incentive-based system
720 510
Sybaris
23 Sybaris
24
500-1500
1421
Republic of Florence
Filippo
Brunelleschi
23 103
34 20003

24 Donald S. Chisumet al., Craig Allen Nard, Herbert F. Schwartz, Pauline
Newman, F. Scott Kieff, Principles of Patent Law—Cases and Materials Second
Edition , Foundation Press, at 8, 2001.
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Venetian Republic 1474

quid pro quo
25
- 1600
1558-1603
1603-1625
1624 Statute of Monopolies
1474
1852
1852 specification
26
1784
1787 21
1790
% 1d, at 10.
% |d, at 15.

27 Article 1, Section 8, Clause 8 of the Constitution ” t o promote the Progress of

Science and useful Arts by securing for limited Times to Authors and Inventors
the exclusive Right to their respective Writings and Discoveries’.
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novelty utility

1793
1836
1850 Hotchkissv. Greenwood
nonobviousness 28
1890 1930
1930 1950
29
means plus function terms  °
3 1952
b c d
0
forum shopping 1982
C.A.F.C.
1896
32
33
28 1d, at 20.

9 Mercoid Corp. v. Mid-Continent Inv. Co., 320 U.S. 661 1944 . Seealso Carbice
Corp v. American Patents Development Corp., 283 U.S. 27 1931 , reprinted in
id., at 21.

30 Halliburton Oil Well Cementing Co. v. Walker, 329U.S.1 1946 reprinted in
Donald S. Chisum Craig Allen Nard, Herbert F. Schwartz, Pauline Newman, F.
Scott Kieff, supra, at 21.

31 Great Atlantic & Pacific Tea Co. v. Supermarket Equipment Corp., 340 U.S. 147

1950 , reprinted in Donald S. Chisum Craig Allen Nard, Herbert F. Schwartz,
Pauline Newman, F. Scott Kieff, supra, at 22.
32 1981/12
33 a4
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1946 34

1949 1999
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2002 1 1 2001 10
1997 2001
2003 1 WTO
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10 2003 2 2003
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1873
1883
1947 GATT
1986-1994 Uruguay Round

34 46
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negotiations WTO 1995/1/1
TRIPS 2001 12 WTO

WTO TRIPS
35

IT Robert Solow

Paul Romer

36

IBM

37

% WTO 79
47-58 2001 12
% Donald S. Chisum Craig Allen Nard, Herbert F. Schwartz, Pauline Newman, F.
Scott Kieff, supra, at 59.
¥ 1d., a 3.
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39
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41 42

43 1917

38

15-16 1997

39
40

41 0

42

3 35USC 154 “ Every patent shall contain....agrant to the patentee.....for theterm
of seventeen years ....of the right_to exclude other s from making, using, or
selling the invention throughout the United States.”
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44

dead-weight-loss  +°

44« |t has long been settled that the patentee received nothing from the law which
he did not have before, and that the only effect of his patent isto restrain others
from manufacturing, using or selling that which he hasinvented. Sup. Ct.

1917 ", reprinted in Richard T. Holzmann, Infringement of the United States
Patent Right—A Guide for Executives and Attorneys, Quorum Books, at 11,
1995

4 dead-weight-loss

See Donald S. Chisum, Craig Allen Nard, Herbert F.

Schwartz, Pauline Newman, F. Scott Kieff, supra, at 61.
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P125R200E

54

55

56

prior art”’

>3 Peter D. Rosenberg Patent Law Fundamentals Second Edition, 1999 Revision
Volume one, West Group, at 7-18~20, 1999/10

4 912

singlesourcerule

56 308

5
55

7 “prior art”
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1999/9

72

61

388

125
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O a 63

200110

64

1999 0 e
Milburn doctrine

65

filing date

63 35 USC 102" Conditions for patentability novelty and loss of right to patent.
A person shall be entitled to a patent unless
a theinvention was known or used by othersin this country, or patented or

described in a printed publication in this or aforeign country, before the

invention thereof by the applicant for patent, or....”
64

85 Alexander Milburn Co. v. Davis-Bournonville Co., 270 U.S. 390 1926 ,
reprinted in Peter D. Rosenberg, supra Vol.one ,at 7-92.
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secret prior art

67

c 1 2 4
filing dete
Milburn Clifford  Whitford Clifford
1911/1/31 1912/2/6  Whitford
1911/3/4 1912/6/4 Cliffood 1911/1/31
Whitford
70 Whitford
Whitford
Clifford
Holmes Whitford
Clifford Clifford
Whitford
Clifford

% peter D. Rosenberg, supra Vol.one ,West Group, at 7-93.
67
351 o
1970/6/19

68 35 USC 102" Conditions for patentability novelty and loss of right to patent.
A person shall be entitled to apatent unless .......

e theinvention wasdescribed in a patent granted on an application for
patent by ancther filed in the United States before the invention thereof
by the applicant for patent, or on an international application_by another
who hasfulfilled the requirements of paragraphs 1 , 2 and 4 of
section 371 c¢ of thistitle before the invention thereof by applicant for
patent, or...”

%9 Peter D. Rosenber, supra, at 7-93.
70« .gave acomplete and adequate description of the thing patented to Whitford
but...did not claim it”, see Chisum, Donald S., supra, at 3-118.
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71

72

0 e 1999

1 «“The policy of the statute as to foreign invention obviously stands on its own
footing and cannot be applied to domestic affairs’, see Chisum, Donald S,,
supra, at 3-119.



73

74

3 35U.S.C. 102" A person shall be entitled to a patent unless--
(e)The invention was described in--So in original. Probably should not be
capitalized.

(1) anapplication for patent, published under section 122(b), by another filed
in the United States before the invention by the applicant for patent,
except that an international application filed under the treaty defined in
section 351(a) shall have the effect under this subsection of anational
application published under section 122(b) only if the international
application designating the United States was published under Article
21(2)(a) of such treaty_ in the English language; or

(2) apatent granted on an application for patent by another filed in the
United States before the invention by the applicant for patent, except that
apatent shall not be deemed filed in the United States for the purposes of
this subsection based on the filing of an international application filed
under the treaty definedinsection351 a ;...*“

" See 35U.SC. 351
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75

United Statesv. Adams 1 9 6 6

76

1851 Brooksv.Norcross

77

Ekenstam 1958 '8

S InreBorg, 345F.2d 851, 854, 145 U.SP.Q. 554, 556 (C.C.P.A. 1965). Compare
Ex parte Kuzmitz, 113 U.S.P.Q. 255(P.O. Bd. App. 1956)(Release #47, 3/99),
reprinted in Peter D. Rosenberg, supra Vol.one , at7-13.

& 1880

, see Donald S. Chisum supra, at 3-101.

" Donald S. Chisum supra, at 3-108.

8 256 F.2d 321, 118 U.SP.Q. 349 C.C.P.A. 1958 , quoted inDonald S. Chisum
supra, at 3-113.
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the brevet publie date 9

anticipation®®
81 704
. " The Ekenstam rule’ 102 a b

“patented ....in aforeign country”

Donald S. Chisum supra, note 14, a 3-115

80 «anticipation”

81 1183

39



identity rule

82

1 doctrine of inherency 2 physical
novelty 3 the classic infringement test

naturally
flow aways and necessarily

83

84

82 Donald S. Chisum, supra, at 3-9; 3-10.

8 Inre King, 801 F.2d 1324, 1327,231 U.SP.Q. 136,138 C.A.F.C.1986 |, quoted
in Peter D. Rosenberg, supra Vol.one , at7-33.

84 Donald S. Chisum supra, at 3-38.
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anticipation

A
B
B
B 87
elements
A
B
A B
species and genus
genus
A+B+C

A

l[imitations

88

A+B

species

89

8 «That which will infringe, if later, will anticipate, if earlier”

86
87

88

8 InreSayter, 276 F. 2d 408, 411, 125 U.SP.Q. 345 C.CPA.190 |, quotedin

B A

A

Donald S. Chisum, supra, at 3-14.

Donald S. Chisum supra, at 3-20.

a4

86



A+B

A+B+C
A+B+C
0 b c d statutory bar
a e g
b —
o Critical

% 35U.S.C. 102" A person shall be entitled to a patent unless-—
b theinvention was patented or described in a printed publication in thisor a

foreign country or in public use or on sale in this country, more than one
o year prior to the date of the application for patent in the United States.”
85
102

&



date Grace period

92

93

inventive power

1391

constructive power

94

92

93
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secondary considerations

95

96
97

272

97

96

95

48
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teachings

non-obviousness
significantly different

98 271
9 82-83

99



obvious

0 progress
GilesRich

100

1850

Hotchkiss v. Greenwood

101

plaything of the judiciary

1950 Great Atlantic Tea& Pacific Tea Co. v. Supermarket

100 «The system is not concerned with the individual inventioner’ s progress but
only with what is happening to technology” , see Donald S. Chisum Craig Allen

. Nard, Herbert F. Schwartz, Pauline Newman, F. Scott Kieff, supra, at 515.
101

, see Hotchkissv. Greenwood, 52 U.S. 11How. 248 1950

quoted in Donald S. Chisum Craig Allen Nard, Herbert F. Schwartz, Pauline
Newman, F. Scott Kieff, supra, at 515.
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Equipment Corp.

102
1952
0
1984 1995 1999 a b
c a 1952 c
1984 1999 b
1995 103
a
0
104
0

102 Great Atlantic Tea & Pacific Tea Co. v. Supermarket Equipment Corp., 340 U.S.
147 1950 , quoted inDonald S. Chisum Craig Allen Nard, Herbert F.

Schwartz, Pauline Newman, F. Scott Kieff, supra, at 517.
103

1984
1999/11/29

104 35U.8C.103 a “A patent may not be obtained though the invention is not
identically disclosed or described as set forth in section 102 of thistitle, if the
differences between the subject matter sought to be patented and the prior art
are such that the subject matter as a whole would have been obvious at the time
the invention was made to a person having ordinary skill in the art to which
said subject matter pertains. Patentability shall not be negatived by the
manner in which the invention was made.”

47



0 c
0 e f
105
0
teachings 0
1895 C&A Potts & Co. v. Creager
/ the doctrine of
anaogous and nor+analogous art
the

fidd of endeavor

reasonably pertinent

non-anaogous art
pertinent art
product-function approach

105 35U.5C. 103 ¢ “Subject matter developed by another person, which

qualifies as prior art only under one or more of subsections (€), (f), and (g) of
section 102 of thistitle, shall not preclude patentability under this section
where the subject matter and the claimed invention were, at the time the

invention was made, owned by the same person or subject to an obligation of
assignment to the same person.”

48



problem:-solving agpproach
106

1992 Clay
hydrogen
peroxide
PTO Hetherington
Shdansk Clay
andogous
Clay Sydansk
Sydansk Clay Sydansk
Sydansk
115
Clay
Clay
Sydansk
107
Sydansk Clay
Clay Hetherington
Clay

198 Donald S. Chisum Craig Allen Nard, Herbert F. Schwartz, Pauline Newman, F.
Scott Kieff, supra, at 560.

197 Inre Clay, 966 F. 2d 656 Fed. Cir. 1992 , reprinted in Donald S. Chisum, Craig
Allen Nard, Herbert F. Schwartz, Pauline Newman, F. Scott Kieff, supra, at
554-557.

49



Sydansk formation

Clay
Sydansk
108
1994 Paulsen
ie
109
1988 Dow Chemical Co.
PTO Molau
1966 Baer
obvious
phase inversion
Beer maleic
108 | d

Keskkula

anhydride

109 | ye Paulsen, 30F. 3d 1475 Fed. Cir. 1994 reprinted in Donald S. Chisum
Craig Allen Nard, Herbert F. Schwartz, Pauline Newman, F. Scott Kieff, supra,

at 557-560.
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styrene maleic
110

Dow suggested
PTO
Baer
PTO PTO Board of Patent Appeals and
Interferences Baer diene
obvious
two-part test

reasonable likelihood of success
suggestion reasonable expectation of
success

PTO Dow
111

1996 Pro-Mold & Tool Company v. Great Lakes Plagtics,
Inc.

teachings

19 1nre Dow Chemical Co., 837 F. 2d 469 Fed. Cir. 1988 , reprinted in Donald S.
Chisum, Craig Allen Nard, Herbert F. Schwartz, Pauline Newman, F. Scott

Kieff, supra, at 585-588.
11 4

51



112

obvious to
try
113
1988 O Fardl
individud dements
teaching or suggestion
114
teachings
teechin teach away
teach away teach in

12 Donald S. Chisum Craig Allen Nard, Herbert F. Schwartz, Pauline Newman, F.
Scott Kieff, supra, at 593.

1314, at 594.

14 Inre O Ffarel, 853F. 2d 894, 903 Fed. Cir. 1988 , quoted in Donald S.
Chisum, Craig Allen Nard, Herbert F. Schwartz, Pauline Newman, F. Scott
Kieff, supra, at 5%4.

52



0 secondary

congderations

115

115 Edmund Kitch, seminal article in Graham v. John Deere Co.: New Standards for
Patents 1966 Sup. Ct. Rev. 293, 332, quoted in Donald S. Chisum Craig Allen
Nard, Herbert F. Schwartz, Pauline Newman, F. Scott Kieff, supra, at 606.

53



1 9 8Véndenberg v. Dairy Equip. Co.

copying
device
2000 Advanced Digplay System, Inc. v. Kent
State University
116
the doctrine of
licensee estoppe L

1995

118 Donald S. Chisum, supra 2001 Cumulative Supplement 5.05 5 a , at 182

17 Donald S. Chisum Craig Allen Nard, Herbert F. Schwartz, Pauline Newman, F.
Scott Kieff, supra, at 612.
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1961 Larsen
Smith
1964 Albertson
starting materials process
1973 Kuehl 1974 Mancy
1985 Durden en banc
Durden
1995
0 0 a
O c b 118
0 b 1 a
0
0 a A B
A B
A composition
B
18 1d., at 692.



subject to an obligation of assignment

to the same person
2
A
B
3 1
1995

panel decision Ochiali Durden
Ochiai
Durden

119
industria applicableness
utility

120

19 ponald S. Chisum supra 2001 Cumulative Supplement 5.04 8 b, at 157.
120
321

56
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122

124

123

125

121
122
123

124
125
126
127

1619
296

R & &

312

1

57

126
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Nelson



human purpose
129

1950

128 18
129 Donald S. Chisum supra, at 4-2.1.

59

128

utility

Bremner



1960

Nelson
intermediates
130
Nelson Manson
new process
1956
0

Manson Krimmd 1961

Bergel

1014, a4-7.
Bl d,, at 4-10.

131



1964 Manson

132

133

Manson Nelson
intermediates Manson
Joly  Kirk

O 134

in vitro

Manson

132 “Inlight of our disposition of the case, we express no viewas to the

patentability of a processwhose sole demonstrated utility isto yield a product
shown to inhibit the growth of tumors_in laboratory animals...”

133 Donald S. Chisum supra, at 4—11~15.

13 Rich Smith ,seeld., at4-16.1

61



135

1985 Cross v. lizuka

in
vitro invivo
reasonable
corrdation
136 1994 Scott v.Finney
FDA
137
1995 Brana
138 zcm
Swartz Brana
Swartz
Swartz

135 Donald S. Chisum Craig Allen Nard, Herbert F. Schwartz, Pauline Newman, F.
Scott Kieff, supra, at 720-722.

138 Crossv. lizuka, 753 F.2d 1040, 1050  Fed. Cir. 1985 , reprinted in Donald S.

Chisum, Craig Allen Nard, Herbert F. Schwartz, Pauline Newman, F. Scott
Kieff, supra, at 719.

187 scott v. Finney, 34 F.3d 1058, 1063, 32 U.S.P.Q.2D 1115, 1120 Fed. Cir. 1994 |

reprinted in Donald S. Chisum Craig Allen Nard, Herbert F. Schwartz, Pauline
Newman, F. Scott Kieff, supra, at 718.

138 |nre Brana,51 F.3d 1560 Fed. Cir.1995 , reprinted in Donald S. Chisum, Craig

Allen Nard, Herbert F. Schwartz, Pauline Newman, F. Scott Kieff, supra, at
714.

62



139

2000 1 5
Utility Examination Guidelines a
140 a
prima
fade
141

139 Inre Swartz, 232 F.3d 862 Fed. Cir.2000 , reprinted in Donald S. Chisum

140

141

Craig Allen Nard, Herbert F. Schwartz, Pauline Newman, F. Scott Kieff, supra,
at 719.

“2. Review the claims and the supporting written description to determineif

the applicant has asserted for the claimed invention any specific and

substantial utility that is credible

a If the applicant has asserted that the claimed invention is useful for any

particular practical purpose i.e., it hasa” specific and substantial utility” and
the assertion would be considered credible by a person of ordinary skill in the
art, do not impose arejection based on lack of utility. .......... g

“3. a Wherethe asserted utility isnot specific or substantial, aprima facie
showing must establish that it ismorelikely than not that a person of

ordinary skill in the art would not consider that any utility asserted by the
applicant would be specific and substantial. .....”

63



ESTs expressed sequence tags

tragedy of the anticommons

142

143

142 Michael A. Heller and Rebecca Eisenberg, Can Patents Deter Innovation? The
anticommonsin Biomedical Research, 280 Science 698 1998
143 . David D. Friedman
202 2002/4



1993 Ex parte Deud DNA
e.g. growth factor - mitogens

144

2000 1 5
Utility Examination Guiddines
Discusson of Public Comments

DNA

DNA

DNA synthetic DNA preparations
145

DNA

1991 NIH Nationa Institutes of Health
2375ESTs

ESTs
ESTs

144 27USPQ2d 1360 Bd. Pat. App. & Int’ f 1993 , quoted in Donald S. Chisum
supra, at 4-16.8.

145 See 1092-1098 Federal Register / Vol. 66, No. 4/ Friday, January 5, 2001/
Notices. http://www.uspto.gov/web/offices/com/sol/noti ces/utilexmguide.pdf.
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ESTs ESTs

ESTs

NIH ESTs
ESTs ESTs
ESTs
1997
ESTs DNA probes
146
2001 1 White
Paper on Patent Pooling
one-stop shopping
147 1%
MIT
ESTs

148 Clarisa Long, The Brouhaha Over Expressed Sequence Tags, SideBar, in
Donald S. Chisum Craig Allen Nard, Herbert F. Schwartz, Pauline Newman, F.
Scott Kieff, supra, at 725-727.

147 119 71
2001/10



0 " useful”
"using” " utility”
" utility”

"prectical” " usgful”

148

utility

Story 1817 Lowell v. Lewis

149

148

149 | owell v. Lewis, 15F. Cas. 1018 N0.8568 C.C.D.Mass. 1817 , quoted in
Donald S. Chisum supra, at 4 -17.

67



150

1977
1922
Brewer v. Lichtengtein punch board
151 1977
Ex parte Murphy
L 0
152
1999 Jucicy Whip, Inc. v. Orange Bang, Inc.
Story 1817 Lowdl v. Lewis
eg.
153
154
1996 Daly
Geron 2000

150 R, Choate, Patent Law- Cases and Materials380 1973 , quoted in Donald S.
Chisum, supra, at 4-17.

151 Brewer v. Lichtenstein, 278 F. 512 7" Cir. 1922 , quoted in Donald S. Chisum
Craig Allen Nard, Herbert F. Schwartz, Pauline Newman, F. Scott Kieff, supra,
at 721.

152 Ex parte Murphy, 200 USPQ801 Bd. Pat. App. & Int' | 1977 , quoted in Donald
S. Chisum Craig Allen Nard, Herbert F. Schwartz, Pauline Newman, F. Scott
Kieff, supra, at 721.

153 Jucicy Whip, Inc. v. Orange Bang, Inc., 185 F. 3d. 1364, 1366 Fed. Cir. 1999 ,
reprinted in Donald S. Chisum Craig Allen Nard, Herbert F. Schwartz, Pauline

Loa Newman, F. Scott Kieff, supra, at 722.

68



human embryos

155

breath-taking and profoundly unsettling

Nick Bassl

eg. U.K. Human Fertilisation and Embryology Authority and the
Human Genetics Advisory Commission

156
moratorium Brian Caswell
humean doning
live
birth 157

156 « 3 reconstituted animal embryo prepared by transferring the nucleus of a

quiescent diploid donor cell into a suitable recipient cell.”
156

stem cells
157 Gretchen Vogel, Company Gets Rights to Cloned Human Embryos 287 Science
559, 2000/1.

69
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animd  %°

158

159 1991/10/1

70

agendticadly manipulated

14

118

46
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160

162

160

2001/8
161

17 24-25 1999/6
162

1596

25 1999/6

71

161

118

50

237
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0
0
0
164 0
163 0
164 0
2165 1758
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165 2001 10

166

167

165

1999/6
166

167

73

237

25

1999/6
237 25

84 26 2002/5
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168

74



169 170
novelty ornamentality
nortobviousness originality
171
norma and intended use
172
169 a e
0 d

170 35 USC 171 “Whoever invents any new, original and ornamental design for an
article of manufacture may obtain a patent therefor, subject to the conditions
and requirements of thistitle.

The provisions of thistitle relating to patents for inventions shall apply to
patents for designs, except as otherwise provided.”
171 Peter D. Rosenberg, supra Vo.one , at 6-44.

172 |10 re Stevens, 173 F.2d 1015, 1016, 81 U.SP.Q. 362,363 C.C.PA.1949
quoted in Peter D. Rosenberg, supra Voal.one , at6-46.

75



1992

aticleof
manufacture v 1998
Adobe Systems Inc. v. Southern Software Inc.
type fonts
the article of manufacture " *
1842
utility
1751902 useful
ornamental L 0

article of manufacture

utility patent design patent
176

173 Bx parte Strijland, 26 U.SP.Q. 2d 1259, 1263 P.T.O. Bd. Pat. App. & Int.
1992 ; Ex parte Donoghue, 26 U.SP.Q. 2d 1266, 1269 P.T.O. Bd. Pat. App. &
Int. 1992 , quoted in Peter D. Rosenberg, supra Vol.one , at 6-48.

174 Adobe Systems Inc. v. Southern Software Inc., 45 U.S.P.Q.2d 1827, 1832-33
N.D. Cal. 1998 , quoted in Peter D. Rosenberg, supra Vol.one , at 6-49.
175 |_ebnbeuter v. Arnold Holthaus, 105 U.S. 94, 96-97 1882 , quoted in Peter D.
Rosenberg Peter D. Rosenberg, supra Vol.one , at 6-51.
178 Mountain Safety Research, Inc. v. Coleman Outdoor Products, Inc., 869 F. Supp.
818,32 U.SP.Q.2d 1465, W.D.Wash. 1993 , quoted in Peter D. Rosenberg,
supra Vol.one ,at6-47.

76



clear and convincing
evidence

experimental use

177

total impression

individud dements 178

179

origindity

180

Y7 Tone Brothers, Inc. v. Sysco Corp., 28 F.3d 1192, 1199-1200, 31 U.SP.Q.2d
1321, 1326 C.A.F.C.1994 , quoted in Peter D. Rosenberg, supra Vol.one ,

at 6-50.
178 peter D. Rosenberg, supra Vol.one , at 6-59.

19 »ordinary skill intheart” " ordinary intelligent”
180 Mazer v. Stein, 347 U.S. 201, 218, 100 U.SP.Q. 325,333 1954 |, quoted in
Peter D. Rosenberg, supra Vol.one , at 6-60.

77



181

2001 10

181 Trojan Textile Corp. v. Crown Fabrics Corp., 143 F. Supp. 48, 110 U.SP.Q. 231
SD.N.Y.1956 |, quoted in Peter D. Rosenberg, supra Vol.one , at 6-60.

78



prosecution history 182

1995
en
banc 1995 Markman v. Westview Instruments, Inc. 83

182 Donald S. Chisum Craig Allen Nard, Herbert F. Schwartz, Pauline Newman, F.
Scott Kieff, supra, at 837.
183 Markman v. Westview Instruments, Inc. Markman| ,52F.3d967 Fed. Cir.

1995 , quoted in Donald S. Chisum supra, at 18-75.

7



184

185

186

eg.

184 « i n Suit at common law, where the valuein controversy shall exceed twenty

dollars, theright of trial by jury shall be preserved.....”
185 Markman v. Westview Instruments, Inc. Markman 1l , 517 U.S. 370 1996
reprinted in Donald S. Chisum Craig Allen Nard, Herbert F. Schwartz, Pauline

Newman, F. Scott Kieff, supra, at 843-847.
186



1995

Markman |
187

1997
intringc evidence
extringc evidence
prosecution history
expert testimony

1997 Trilogy Communicationsv. Times Fiber
Communications

prosecution history 1997 Fromson v. Anitec
Printing Plates, Inc. Newman

1998 Cybor
Fromson

188

187 Rader understanding interpretation
the normal procedure
coursefor litigation , see Donald S. Chisum Craig Allen Nard, Herbert F.
Schwartz, Pauline Newman, F. Scott Kieff, supra, at 869.
188 Donald S. Chisum Craig Allen Nard, Herbert F. Schwartz, Pauline Newman, F.
Scott Kieff, supra, at 868.

81
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dam

& W.FR. tet known
> interchangeability..etc.

V2

189

188

82



dements
or limitations

190

literd

infringement

191

i.eW.FR. test
reanably skill ed
i nterchangeability

doctrine of equivaents 150

190

191



192

Fair Protection — Certainty Conundrum

1853 Winans v. Denmead

1950 Graver Tank v.
Linde Air Prods. Co. 1%

i.eW.F.R.
test
chemical compounds
194 WFR 1997
Warner-Jenkinson Co. v. Hilton Davis Chemica Co.
reasonably skilled
interchangeability

prior art limitations
prosecution history estoppel, or file wrappered estoppel

192 Donald S. Chisum Craig Allen Nard, Herbert F. Schwartz, Pauline Newman, F.
Scott Kieff, supra, at 875-878.

193 Graver Tank & Mfg. Co.v. Linde Air Products Co., 339 U.S. 605 1950
reprinted in Donald S. Chisum, Craig Allen Nard, Herbert F. Schwartz, Pauline
Newman, F. Scott Kieff, supra, at 877-882.

194 Donald S. Chisum Craig Allen Nard, Herbert F. Schwartz, Pauline Newman, F.

Scott Kieff, supra, at 883.
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patent drafter estoppel, or foreseeable
et Oppd 195

196

single source rule
197

teachings

1990 Wilson Sporting Goods Co. v. David Geoffrey &
Associates Rich

the Wilson Sporting Goods hypothetical
clamanaysis

195 Festo

42 45 2002/7
196



literally

198

199

198 Wilson Sporting Goods Co. v. David Geoffrey & Associates, 904 F.2d 677, 14
USPQ2d 1942 Fed. Cir. 1990 |, cert. Denied, 498 U.S. 992, reprinted in Donald
S. Chisum supra, at 18-368.

199 0



200

201
202
203
200
2001/8
201 0
202 64
I 7-14
203

87
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prior art limitations

estoppel

204

204

158

1746



CAFC
flexible bar
complete bar or absolute bar
dam dement
205 2000
CAFC Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co.,

Ltd. Festo

1997 Warner-Jenkinson Co. v. Hilton
Davis Chemical Co.

Warner-Jenkinson Co.  Hilton

Davis Chemical Co. Hilton Davis ‘746
1985
PH Booth
PH 6 9
PH6-9

1986 Warner-Jenkinson
PH 5 Hilton Davis 1991
Warner-Jenkinson

205 — FESTO
42 54 20027

89



206

Warner-Jenkinson Co. v. Hilton Davis Chemicd Co.
Hilton Davis PH 6-9

PH

PH

2000 Festo
Magnetic rodless cylinders
Cylinder deeve

rings outer seeve

two-way sealing rings

PH
‘125
piston
one-way sedling
‘401
SMC
207

208 \Warner-Jenkinson Co. v. Hilton Davis Chemical Co., 520U.S. 17 1997
reprinted in Donald S. Chisum, Craig Allen Nard, Herbert F. Schwartz, Pauline

Newman, F. Scott Kieff, supra, at 887-901.

207 Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., Ltd., 234 F. 3d 558
Fed. Cir. 2000 |, reprinted inDonald S. Chisum Craig Allen Nard, Herbert F.
Schwartz, Pauline Newman, F. Scott Kieff, supra, at 915-940 .

0



2002 Festo

Warner-Jenkinson Co. v. Hilton

Davis Chemical Co.
208

209

208 Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 535 U.S. 2002
209
45

91



1997 Sage Products v. Devon Industries

W.F.Rtest
over
adot beneath the dot
clear structure limitation
210
2002 Johnson & Johnson Associates Inc. v. R.E.

Service Co. Inc.

211

2002 Festo

210 sage Products Inc. v. Devon Industries, Inc., 126 F.3d 1420, 44 USPQ2d 1103
Fed. Cir. 1997 46
211 46

92



atangentia relation

212

presume
213
1997
Warner-Jenkinson Co. v. Hilton Davis Chemical Co.
2002 Festo PH
PH
eg.
PH
PH6-9
PH
PH

212 Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 535 U.S. 2002 .
213
Id.
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Jepson type claim Markush type claim
means plus function claim

preamble

A metal selected from the group consisting of

gold, silver and copper and or
trangtiona phrase

consisting of comprising 2

comprising  including containing

A+B A+B+C A+B+C+D
which consists of consisting of

214 130-160 89/1



A+B A+B A+B+C
A+B+C+D
which consits essentially of consisting
essentially of
A+B  A+B+C

A+B+D A+B+E 215

1946 Halliburton
Oil Well Cementing Co. v. Walker  2°

1952
217

means;
or meansfor

215 44-45
1998/11

218 Halliburton Oil Well Cementing Co. v. Walker, 329 U.S. 1 1946 , reprintedin
Donald S. Chisum Craig Allen Nard, Herbert F. Schwartz, Pauline Newman, F.
Scott Kieff, supra, at 948.

2735 USC 112 6 "Anelement in aclaim for acombination may be expressed as
ameans or step for performing a specified function without the recital of
structure, material, or acts in support thereof, and such claim shall be construed
to cover the corresponding structure, material, or actsdescribed in the
specification and equivalentsthereof.”

9%



means for amplifying an
dectricsignd 28
specification

means, or means for

1999 Al-Site Corporation v.

VS Internationd, Inc.
dructurd limitations

means, or means

for
219

equivalents

L structural equivalent
the identica function
FW.R

substantidly the same

218 168

219 Al-Site Corporation v. VS International, Inc., 174 F. 3d 1308 Fed. Cir. 1999

reprinted in Donald S. Chisum, Craig Allen Nard, Herbert F. Schwartz, Pauline
Newman, F. Scott Kieff, supra, at 940-950.

%



i.e” equivaent of an
equivaent” 2%°

element by eement
approach

221

220 chjuminatta Concrete Concepts, Inc. v. Cardinal Indus., Inc., 145 F. 3d 1303
Fed. Cir. 1998 , reprinted in Donald S. Chisum Craig Allen Nard, Herbert F.
Schwartz, Pauline Newman, F. Scott Kieff, supra, at 945.
221 Odeteics, Inc. v. Storage Technology Corp., 185 F. 3d 1259, 1268  Fed. Cir.
1999 | reprinted in Donald S. Chisum Craig Allen Nard, Herbert F. Schwartz,
Pauline Newman, F. Scott Kieff, supra, at 950.
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WFR tet 2%

224

222 165
223

224

223

10




225

227

226

225
226

227

61-65

200




228

228 60-61 2001/9

100



229

230

eg.

zzz Richard T. Holzmann,supra , at 177.

101

39



102



231

232

233

231

232 0 0

3335 USC, section154 a1 " patent shall contain ...agrant...of the right to
exclude others from making, using, offering for sell, or selling the invention
throughout the United States or importing the invention into the United
States......"

103



234

234 35 USC, section 271 a whoever, without authority makes, uses, offersto sell,
or sells any patented invention within the United States or importsinto the
United States any patented invention during the term of the patent therefor,
infringes the patent.”

104



236
0
1.
235
236 419
355 1999/6
237 63

105

46-53

237

469

235



238

1996

239

contributory infringement
1984 Paper Converting Machine Co. v. Magna-Graphics Corp.

238 345 1999/6
239 Radio Corp of Americav. Andrea, 79 F.2d 626, 27 USPQ 364 2d Cir. 1935
reprinted in Donald S. Chisum supra, at 16-36.

106



240

capable of infringing use

demondtration
display
the
“dl uses’ theory
wal safe
the teachings
of thepatent 24

249 paper Converting Machine Co. v. Magna-Graphics Corp., 745 F.2d at 19-20,
223 USPQat 597 Fed. Cir. 1984 |, reprintedin Donald S. Chisum supra, at

16-38.
241 Donald S. Chisum supra, at 16-53.

107



242

1883 Wilder v.

Kent 243
1940

Progress Lektro Shave 2%

1974 Mjobil Oil Corp. v. Filtrol Corp.

1970 Metal Film Co. v. Metlon Corp.

1995 E.I. du Pont de Nemours & Co.
v. Monsanto Co. joint infringement
theory

245

242 qawin v. Guild, 21 F. Cas. 554 No. 12,391 C.C.D. Mass. 1813 , reprintedin

Donald S. Chisum supra, at 16-58.
243 15 F. 217 C.C.W.D.Pa 1883 , reprinted in Donald S. Chisum srpra, at 16-58.

244 progress Lektro Shave Corp., 35 F. Supp. 915, 48 USPQ 447 D. Conn.1940 |,

reprinted in Donald S. Chisum, supra, at 16-58.
245 Donald S. Chisum supra, at 16-61.
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246

247

246 66 0
247

109



248

3414

249

1988

248

249

110

Avia Group International,



Inc.v.L.A. Gear Cdifornia

design patent 250
utility patent
251
17514
250 design patent utility patent design
patent utility patent

21« Aswith utility patents, an infringer of adesign patent can be liable even if the
patentee manufactures no product at all”, see Richard T. Holzmann, supra, at 48.
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252

253

1754

252 214-216
253

143 2002/4

113



254

254

303-305 2002/2

114



TRIPs WTO
(b)

(a) _
(b)

(b)

255

25 TRIPs34”1. For the purposes of civil proceedingsin respect of the
infringement of the rights of the owner referred to in paragraph 1(b) of Article 28,
if the subject matter of apatent isa process for obtaining a product, the judicial
authorities shall have the authority to order the defendant to prove that the
processto obtain an identical product is different from the patented process.
Therefore, Members shall provide, in at least one of the following circumstances,
that any identical product when produced without the consent of the patent
owner shall, in the absence of proof to the contrary, be deemed to have been
obtained by the patented process:

(a) if the product obtained by the patented processis new;
(b) if thereisa substantial likelihood that the identical product was made by
the process and the owner of the patent has been unabl e through reasonable

115



TRIPs a

TRIPs b

256

efforts to determine the process actually used.

2. Any Member shall be freeto provide that the burden of proof indicated in
paragraph 1 shall be on the alleged infringer only if the condition referred to in
subparagraph (a) isfulfilled or only if the condition referred toin

subparagraph (b) isfulfilled.

3. Inthe adduction of proof to the contrary, the legitimate interests of
defendants in protecting their manufacturing and business secrets shall be taken

into account. “
256

116



257

259

eg.

257
258

259 293-296

117

83

2002/4 156

258



doctrine of equivalents 261

260 347-348
261

118

260

literd infringement



Warner-Jenkinson v. Hilton Davis

262
Graver Tank Graver Tank
intent
Graver Tank
intent 263
Warner-Jenkinson
Hilton Davis 209264

trespass
1872 Mitchell v. Hamey 2%
266 1995
Warner-Jenkinson intent
direct infringement

262« Application of the doctrine of equivalents, therefor, is akin to determining

literal infringement, and neither requires proof of intent”, see Warner-Jenkinson
Company, Inc. v. Hilton Davis Chemical, Inc. 520 U.S. 17 1997

263 « Although Graver Tank certainly leaves room for petitioner’ s suggested
inclusion of intent-based elementsin the doctrine of equivalents, we do not read
it asrequiring them. The better view, and the one consistent with Graver Tank’ s
predecessors and the objective approach to infringement, is that intent plays no

rolein the application of the doctrine of equivalents.”
264

265 Mitchell v. Hawley, 83U.S. 16Wal. 544 1872 , reprintedin Donald S.
Chisum, Chisum on Patents Release No.81 , Matthew Bender & Co., Inc.,

16-32, 2001/12.
266

119



adrict liability offense 2°7
accidenta innocent

strict liability
absolute liability

268

267 \Warner-Jenkinson Co., Inc. v. Hilton Davis Chemical Co., 62 F.3d at 1527, 35
268USF’QZd at 1653, reprinted in Donald S. Chisum supra, at 16-33.

45 2001

2001/10



willful infringement

269

an actud infringement
knowledge of the patent

awareness
vdidity
enforceability misuse
honest doubt
belief

good faith belief

competent legal opinion

in-house attorney

270

TRIPs

scope

good faith

honest doubt

269 Richard T. Holzmann, Infringement of the United States Patent Right—A Guide

for Executives and Attorneys, Quorum Books, at 49, 1995.

2710 1d., at 50-51.

121



271
WTO
/ /
absolute ligbility 212
273

271 TRIPs, article 45, damages
1. Thejudicia authorities_shall have the authority to order the infringer to pay
the right holder damages adequate to compensate for the injury the right holder
has suffered because of an infringement of that person’ sintellectual property
right by an infringer who knowingly, or with reasonable groundsto know,
engaged in infringing activity.
2. Thejudicial authorities shall aso have the authority_to order the infringer to
pay the right holder expenses, which may include appropriate attorney's fees.
I n appropriate cases, Members may authorize the judicial authorities to order
recovery of profits and/or payment of pre-established damages even where
theinfringer did not knowingly, or with reasonable groundsto know,

272 engage in infringing activity.

273
158



eg.

strict lihility

274

274 2.72
2002/3



275

eg

276

277

275 35 U.S.C.271 b "Whoever actively inducesinfringement of a patent shall be
liable asaningringer.”
276 Donald S. Chisum supra  2001cumulative supplement , at 169.
27T Fonar Corp. v. Genera Elec. Co.,107F.3d 1543, 41 USPQ2d 1801  Fed. Cir.
1997 ,cert. Denied, 118 S. Ct. 266 1997 , reprinted in Donald S. Chisum, supra
2001cumulative supplement , at 168.

124



278

279 280

staple
281 282

nonstaple
materid part

Zg Donald S. Chisum supra, at 169.

280 Richard T. Holzmann, supra, at 30.
281 « Stap| e

22 35U.SC.271 ¢ "Whoever offersto sell or sellswithin the United States or
importsinto the United States a component of a patented machine, manufacture,
combination, or conposition, or amaterial or apparatus for use in practicing a
patented process, constituting a material part of the invention, knowing the same
to be especially make or especially adapted for use in an infringement of such
patent, and not a staple article or commodity of commerce suitable for
substantial noninfringing use, shall be liable as a contributory infringer.”

125



1871 Wallace v. Holmes

proposal

283

1875 Saxe v. Hammond
components

284

1985 Preemption Devices Inc. v. Minnesota Mining & Mfg.
Co.

infringing system
Cc

283 Wallace v. Holmes, 29 F. Cas. 74 C.C.D.1871 , reprinted in Donald S. Chisum
Craig Allen Nard, Herbert F. Schwartz, Pauline Newman, F. Scott Kieff, supra, at
953.

284 Donald S. Chisum Craig Allen Nard, Herbert F. Schwartz, Pauline Newman, F.
Scott Kieff, supra, at 955.
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285

circumgtantial evidence
knowledge

circumstantial evidence 286

285

286 Donald S. Chisum supra, at 161.

misuse

127



287

287

128



288

289

288
289



18

20

130

v




290

291

292

2%0 1335
291

292 243 2000/3

131



293

293

74-81 1995/10

132



294

295

294

2% 35USC.271 i “Asusedinthissection, an “ offer for sale” or an “ offer to

sell” by aperson other than the patentee or any assignee of the patentee, is that
in which the sale will occur before the expiration of the term of the patent.”

133



00

134



135



296

staple

297

2% 35yS8C.271 f 1 ”"Whoever without authority supplies or causes to be
supplied in or from the United States all or a substantial portion of the
components of a patented invention, where such components are uncombined
inwhole or in part, in such manner asto actively induce the combination of
such components outside of the United Statesin amanner that would infringe
the patent if such combination occurred within the United States, shall beliable
asaninfringer.”

297 35U8C.271 f 2 "Whoever without authority supplies or causesto be
supplied in or from the United States any component of a patented invention
that is especially made or especially adapted for use in the invention and not a
staple article or commodity of commerce suitable for substantial noninfringing
use, where such component is uncombined in whole or in part, knowing that
such component is so made or adapted and intending that such component will
be combined outside of the United States in amanner that would infringe the

patent if such combination occurred within the United States, shall be liable as
aninfringer.”

136



1940

inequitable conduct

fraud
on the Patent Office

intent materidity

298

1984 JP. Stevens & Co. v. Lex Tex Ltd.,

298 Donald S. Chisum Craig Allen Nard, Herbert F. Schwartz, Pauline Newman, F.
Scott Kieff, supra, at 1050.

137



clear and convincing evidence

the balancing test
299

1988 Kingsdown Med. Consultants,
Ltd. V. Holligter, Inc.

50 continuation
application 43
9

300

the Manud of Patent

Examing Procedure MPEP

299 3P, Stevens & Co. v. Lex Tex Ltd., 747 F.2d 1553 Fed. Cir. 1984 |, reprinted in

Donald S. Chisum Craig Allen Nard, Herbert F. Schwartz, Pauline Newman, F.
Scott Kieff, supra, at 1050.
300 Kingsdown Med. Consultants, Ltd. V. Hollister, Inc., 863 F. 2d 867 Fed. Cir.

1988 |, reprinted in Donald S. Chisum, Craig Allen Nard, Herbert F. Schwartz,
Pauline Newman, F. Scott Kieff, supra, at 1050 ~ 1059.

138



1992 the
PTO Rules, 37 C.F.R. 156 a

301
misuse
unenforceability
purged
price fixing tying restriction
post-expiration royaties
1952

%01 37 CFR. 156 a information isdeemed material “when it is not cumulative to
information already of record or being made of record.”

139



2
3
4
5
302
1980 Dawson Chemical v. Rohm and Haas
Rohm & Haas propanil
propanil
Dawson Chemica Rohm &
Haas propanil
propanil

302 35U.8C.271 d  “No patent owner otherwise entitled to relief for
infringement or contributory infringement of a patent shall be denied relief or
deemed guilty of misuse or illegal extension of the patent right by reason of his
having done one or more of the following
1 derived revenue from acts which if performed by another without his

consent would constitute contributory infringement of the patent;
2 licensed or authorized another to perform acts which if performed without
his consent would constitute contributory infringement of the patent;
3 sought to enforce his patent rights against infringement or contributory
infringement;
4 refused to license or use any rightsto the patent; or
5 conditioned the license of any rights to the patent or the sale of the patented
product on the acquisition of alicense to rights in another patent or purchase
of aseparate product, unlessin view of the circumstances, the patent owner
has market power in the relevant market for the patent or patented product
on which thelicense or sdeis conditioned. “

140



unclean
303

hands
Rohm & Haas
Rohm & Haas
propanil express
license Rohm & Haas
propanil Rohm
& Haas propanil
implied license
d 1 3 Rohm & Haas propanil
2
Rohm & Haas propanil
Dawson Chemical d
Rohm & Haas Rohm
& Haas propanil Rohm & Haas
1944 Mercoid | Mercoid Il 3%

303 Dawson Chemical v. Rohm and Haas, 448 U.S. 176 1980 , reprinted in Donald
S. Chisum Craig Allen Nard, Herbert F. Schwartz, Pauline Newman, F. Scott
Kieff, supra, at 1068-1087.

304 Mercoid Corp. v. Mid-Conjtinent Investment Co., 320 U.S. 661, 64 S.Ct. 268,

88 L.Ed. 376 1944 Mercoid| ; Mercoid Corp. v. Mimmeapolis-Honeywell
Regulator Co., 320 U.S. 680, 64 S. Ct. 278, 88 L.Ed. 396 1944 Mercoid Il
quoted in Donald S. Chisum Craig Allen Nard, Herbert F. Schwartz, Pauline
Newman, F. Scott Kieff, supra, at 1074-1075.
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1952

nongtaple
staple
L d
nongtaple
/
e
d
nonstaple alawful
adjunct nonstaple
propanil
nongtaple
Rohm & Haes propanil
propanil
Rohm & Haas
propanil propanil

linkage Dawson Chemical tying

142



1952

Mercoid
Dawson Chemica Rohm & Haas
d Rohm & Haas
propanil nonstaple Rohm
& Haas Mercoid
d
305
price fixing tying restrictions
d 1988 market power
306
1997 State Oil v. Kahn
rule of reason
vertical maximum price fixing
antitrust
1992 Mallinckrodt, Inc. v.
Medipart, Inc. the misuse andyss
d
i.e
305 White Brennan Marshall Stevens
d misuse

306

143



rule of reason 307

308

intent materidity

but for

307 Mallinckrodt, Inc. v. Medipart, Inc., 976 F.2d 700, 708 Fed.Cir.1992

reprinted in Donald S. Chisum, Craig Allen Nard, Herbert F. Schwartz, Pauline

Newman, F. Scott Kieff, supra, at 1087-1097.
308
&

25-26

144



relevant market 309

1998 NobelpharmaAB NP v. Implant
Innovations, Inc. 3l
Noerr-Pennington the Noerr-Pennington doctrine  3*°
titanium
10 1000 10 300
micropits
Branemark 1977 Edentulous
1977
titanium
micropits
af Ekenstam
1977
1977
1977 1980

309 Donald S. Chisum Craig Allen Nard, Herbert F. Schwartz, Pauline Newman, F.
Scott Kieff, supra, at 1096.
0 Eastern R.Conf. v. Noerr Motors,
365U.S. 127 1961 United Mine Workersv. Pennington, 381 U.S. 657
1965

145



Branemark NP

NP

NP 1982 NP
Branemark 1991 NP
3l 3l NP

1977

3l
counterclaim 1
2 NP 3l
3 NP
3l
Walker Process 3%
PRE 312

subjective motivation
objectively basdess

1977

311 Walker Process Equipment, Inc. v. Food Machinery & Chemical Corp., 382 U.S.
172,177 1965 , reprinted in Donald S. Chisum Craig Allen Nard, Herbert F.
, Schwartz, Pauline Newman, F. Scott Kieff, supra, at 1104.

, see Professional Real Estate Investors, Inc. v. Columbia Pictures Indus,
508 U.S. 127,49 1993 , quoted inArthur j. Ggjarsa and Joseph S. Cianfrani,
At theintersection of Patent Law and Antitrust Law — Some Questions Raised,
Some Questions Answered, Side Bar, inDonald S. Chisum Craig Allen Nard,
Herbert F. Schwartz, Pauline Newman, F. Scott Kieff, supra, at 1117.
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Walker Process
1977 1977
NP 1977
3l
Walker Process 313

314

313 Nobelpharma A B v. Implant Innovations, Inc., 141 F. 3d 1059 Fed. Cir. 1998 ,

reprinted in Donald S. Chisum Craig Allen Nard, Herbert F. Schwartz, Pauline
Newman, F. Scott Kieff, supra, at 1099-1115.
314 85 0

88 1997/1

147



148



equitable doctrine

1980 Dawson Chemicd v. Rohm and Haas
Rohm & Haas propanil
Rohm & Haas propanil
Rohm & Haas

1997 Wang Labs. v. Mitsubishi Elecs.
Wang
Mitsubighi SIMM Mitsubishi
Wang Mitsubishi
Mitsubishi SIMMs
Mitsubishi Wang

149



315

1984 Bandag, Inc. v. Al Bolser’ s Tire Stores
going-out-of-business sde

316 1986
Met-Coil System Corp. v. Korners Unlimited, Inc.,

Bandag, Inc. v. Al

Bolsr’ s Tire Stores 317

318

315 Wang Labs. v. Mitsubishi Elecs,, 103 F.3d 1571 Fed.Cir.1997 , quoted in
Donald S. Chisum Craig Allen Nard, Herbert F. Schwartz, Pauline Newman, F.
Scott Kieff, supra, at 1129

316 Bandag, Inc. v. Al Bolser’ s Tire Stores, 750 F.2d 903 Fed.Cir. 1984 , quoted
in Donald S. Chisum, Craig Allen Nard, Herbert F. Schwartz, Pauline Newman,
F. Scott Kieff, supra, at 1129,

317 Met-Coil System Corp. v. Korners Unlimited, Inc., 803F.2d 684 Fed. Cir.

1986 , quotedin Donald S. Chisum Craig Allen Nard, Herbert F. Schwartz,
Pauline Newman, F. Scott Kieff, supra, at 1130.
318 Rich

150



1873 Adams v. Burke

319

1996 Cyrix Corp. v. Intd Corp. Cyrix

IBM  SGS-Thompson ST IBM ST
Cyrix Cyrix Cyrix Intel-ULS
IBM ST Intd Intel IBM
ST IBM ST
Cyrix Intel IBM ST
Cyrix Intel-IBM  Intel-ST
ST Cyrix
1985 E.l. du Pont de Numours and Co. v. Shell Oil Co.  3%°
ST
Cyrix Intel-ST
Cyrix Intel 321
322

1996 Kendal Co. v. Progressive

%1% Donald S. Chisum Craig Allen Nard, Herbert F. Schwartz, Pauline Newman, F.
Scott Kieff, supra, at 1119.

320 Carbide  du Pond " methomy1”
du Pond Shdll Carbide  Shdll
"methomyl1”  Shell ” methomy1” Carbide
Carbide
sublicense du Pond-Shell

321 Cyrix Corp. v. Intel Corp., 77 F. 3d 1381, 37 USPQ2d 1884  Fed. Cir. 1996 |

quoted in Donald S. Chisum, supra, at 16-143~145.
322 Donald S. Chisum supra, at 16-145.

151



Medicd Tech,, Inc. Madllinckrodt

323

1885
Holiday v. Matteson

824 1992 Mallinckrodt

325

326

legdl doctrine

327

328 «1n Mallinckrodt, we recognized that breach of an enforceable condition of

sale or license may |leave the breaching party open to aclaim for patent
infringement.”

324 Holiday v. Matteson, 24 F. 185 S.D.N.Y. 1885 , quoted in Donald S. Chisum
supra, at 16-148.

325 Mallinckrodit, Inc. v. Medipart, Inc., 976 F.2d 700, 24 USPQ2d 1173  Fed. Cir.
1992 ,reprinted in Donald S. Chisum, Craig Allen Nard, Herbert F. Schwartz,
Pauline Newman, F. Scott Kieff, supra, at 1087-1095.

326 K abushiki Kaisha Hattori Seiko v. Refac Technology Development Corp., 690 F.
Supp. 1339, 1342, 9 USPQ2d 1046, 1048 S.D.N.Y. 1988 |, quoted in Donald
S. Chisum supra, at 16-148.

327 Donald S. Chisum Craig Allen Nard, Herbert F. Schwartz, Pauline Newman, F.
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328

329
Scott Kieff, supra, at 1128-1129.
328 211
329 209-222
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1
2 ECJ European Court of Justice

intra- European rule of exhaustion 3
330

1973 the treety of Rome
CPC Community Patent Convention 1975

331

330 Christopher Heath the author isthe Head of the Asian Department, Max Planck
Institute for Foreign and International Patent, Copyright and Competition Law,
Munich, Germany , National and International Exhaustion of Patent Rights, in
Donald S. Chisum Craig Allen Nard, Herbert F. Schwartz, Pauline Newman, F.
Scott Kieff, supra, Side Bar, at 1121-1128.

331 W.R.Cornish, Intellectual Property, Fourth Edition, 41,253-254, Sweet &

Maxwell, 1999.
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332

TRIPs
333 TRIPs WTO

GATT/WTOI/TRIPs

332 Christopher Heath, supra, at 1121-1128.

333 Art. 6 of the TRIPs Agreement “For the purposes of dispute settlement under
this Agreement, subject to the provisions of Articles 3 and 4 nothing in this
Agreement shall be used to address the issue of the exhaustion of intellectual
property rights.”
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TRIPs
334

TRIPs
TRIPs

335

334 Christopher Heath, supra, at 1121-1128.

335 Id
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158



336

reconstruction

Wilson v. Smpson

336

159

repair

1850



337

1882 American Cotton-Tie Co. v. Smmons

recondruction 3%

1961 Aro Manufacturing Co., Inc. v. Convertible Top
Replacement Co., Inc., Arol

mechaniam

339

340

1964 Wilbur-Ellis Co. v. Kuther
combination

337 Wilson v. Simpson, 50 U.S. 109, 9 How. 109 1850 , quoted in Donald S.
Chisum, Craig Allen Nard, Herbert F. Schwartz, Pauline Newman, F. Scott
Kieff, supra, at 1131.

338 American Cotton-Tie Co. v. Simmons, 106 U.S.89 1882 , quoted in Donald S

Chisum, Craig Allen Nard, Herbert F. Schwartz, Pauline Newman, F. Scott
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